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I. REAL PARTY IN INTEREST 

The real party in interest is IMS Gear GmbH of Donaueschingen, Germany. 

II. RELATED APPEALS AND INTERFERENCES 
There are no related appeals or interferences. 

III. STATUS OF CLAIMS 

On March 24, 2008, the appellant appealed from the final rejection of claims 1, 11-14, 18 
and 19 under 35 U.S.C. § 102(b). Claims 2-10, 15-17 and 20 are withdrawn. Claims 1, 11-14, 18 
and 19 are pending. Claims 1, 11-14, 18 and 19, which are set forth in the Claims Appendix 
attached hereto, are all the remaining claims in this application. 

IV. STATUS OF AMENDMENTS 

No amendments have been filed subsequent to the final rejection. 
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V. SUMMARY OF CLAIMED SUBJECT MATTER 



The invention relates to a gear arrangement operably arranged with a rotatable shaft. 



Claim 1 recites a gear arrangement operably arranged with a rotatable shaft. The various 



elements recited in claim 1 are discussed in the specification in at least the following locations, 



amongst others: 



FEATURES OF CLAIM 1 


SPECIFICATION 


A gear arrangement operably arranged with a 
rotatable shaft, comprising 


Page 2, lines 6-8; 
FIG. 1, element 10 


a first gear made of a first material and a second 
gear made of a second material different than the 
first material, 


Page 3, lines 2-3; Page 4, lines 15-16; 
FIGs. 1-3, elements 12, 14 


wherein the first and second gears are disposed co- 
axially adjacent one another on the shaft, 


Page 2, lines 6-8; Page 4, line 15; 
FIGs. 1-3, elements 12, 14 


wherein the elasticity of the first gear is greater 
than that of the second gear, 


Page 2, line 10-Page 3, line 10; Page 4, 
lines 20-21; 

FIGs. 1-3, elements 12, 14 


wherein the strength of the second gear is greater 
than that of the first gear, 


Page 3, lines 2-3; 

FIGs. 1-3, elements 12, 14 


and wherein the first gear and the second gear are 
arranged on the shaft axially detached from each 
other such that the first and second gears rotate in 
the same direction relative to the shaft and 
independently of each other. 


Page 2, lines 6-8; Page 5, lines 2-3; 
FIGs. 1-3, elements 12, 14 



Claim 1 1 recites a transmission gear assembly operably arranged with a rotatable shaft 
that engages a cooperating gear. The various elements recited in claim 1 1 are discussed in the 



specification in at least the following locations, amongst others: 



FEATURES OF CLAIM 11 


SPECIFICATION 


A transmission gear assembly operably arranged with 
a rotatable shaft, that engages a cooperating gear, the 
transmission gear assembly comprising: 


Page 2, lines 6-8; 
FIG. 1, element 10 


a first gear having a plurality of first gear teeth 
located along the radial periphery of the first gear; 
and 


Page 2, lines 10-13; 
FIGs. 1-3, element 12 


a second gear having a plurality of second gear teeth 
located along the radial periphery of the second gear; 


Page 3, lines 6-9; 
FIGs. 1-3, element 14 
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wherein the first and second gears are operably 
positioned co-axially on the shaft and axially 
detached from each other to allow independent 
rotation of the first and second gears in the same 
direction with respect to each other, wherein the first 
gear is constructed from a first material and the 
second gear is constructed from a second material 
different than the first material, and wherein the first 
gear has a greater elasticity than that of the second 
gear, wherein the first gear is engaged with the 
cooperating gear and the second gear is disengaged 
from the cooperating gear when an amount of load 
applied to the first gear does not exceed an amount 
that overloads the first gear. 



Page 3, lines 4-10; Page 4, lines 19-21; 
FIGs. 1-3, elements 10, 12, 14 



Claim 18 recites a transmission gear assembly operably arranged with a rotatable shaft 
that engages a cooperating gear. The various elements recited in claim 1 8 are discussed in the 
specification in at least the following locations, amongst others: 



FEATURES OF CLAIM 18 


SPECIFICATION 


A transmission gear assembly operably arranged 
with a rotatable shaft that engages a cooperating 
gear, the transmission gear assembly comprising: 


Page 2, lines 6-8; Page 6, lines 2-3; 
FIG. 1, element 10 


a first gear having a plurality of first gear teeth 
located along the radial periphery of the first gear; 
and 


Page 2, lines 10-13; 
FIGs. 1-3, element 12 


a second gear having a plurality of second gear 
teeth located along the radial periphery of the 
second gear; 


Page 3, lines 6-9; 
FIGs. 1-3, element 14 


wherein the first and second gears are operably 
positioned co-axially on the shaft and axially 
detached from each other to allow independent 
rotation of the first and second gears in the same 
direction with respect to each other, wherein the 
first gear is constructed from a first material and the 
second gear is constructed from a second material 
different than the first material, wherein the first 
gear has a greater elasticity than that of the second 
gear, wherein the first gear engages the cooperating 
gear and the second gear is not engaged with the 
cooperating gear when an amount of load applied 
to the first gear does not overload the first gear, and 


Page 3, lines 4-10; Page 4, lines 19-21; 
FIGs. 1-3, elements 10, 12, 14 
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wherein both the first and second gears engage the 
cooperating gear when an amount of load applied 

to the first gear overloads the first gear. 
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VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Whether claims 1, 11-14, 18 and 19 are anticipated by Japanese Patent 59117951 to 
Shinichi (hereinafter "Shinichi"). 
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VII. ARGUMENT 

Rejection under 35 U.S.C. §102(b) 

The Official Action contends "fcjlearly two admitted gears are separate as they are 
given separate reference numbers and discussed separately.'" (Official Action, pg. 4). In 
addition, the Official Action further contends "ftjhe mere fact that the two gears function 
together does not show that the two gears are not axially attached.'''' (Official Action, pg. 4). 
The Official Action also alleges that li Shinichi figure 4 shows a distinct separation, illustrating 
that the gears are axially attached." (Official Action, pg. 4). A careful examination of figure 4 
of Shinichi fails to reveal any axial separation between gears 12 and 13. Gear 13 is illustrated by 
the oblique lines around the periphery of the gear, and as such, a fair and proper reading of 
Shinichi and review of figure 4 and the other figures fails to indicate any separation between 
gears 12, 13. Figure 4 is reproduced in the interest of convenience. 




(c) (d) 
Figure 4 

CLAIM 1 

Claim 1 recites a gear arrangement operably arranged with a rotatable shaft. The gear 
arrangement includes: 
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"a first gear made of a first material and a second gear made of a second 
material different than the first material, wherein the first and second gears are 
disposed co-axially adjacent one another on the shaft, wherein the elasticity of the 
first gear is greater than that of the second gear, wherein the strength of the 
second gear is greater than that of the first gear, and wherein the first gear and the 
second gear are arranged on the shaft axially detached from each other such that 
the first and second gears rotate in the same direction relative to the shaft and 
independently of each other." (emphasis added, cl. 1). 

Shinichi is incapable of anticipating claim 1. Specifically, upon a fair and proper reading, 
Shinichi fails to disclose the claimed feature of "wherein the first gear and the second gear are 
arranged on the shaft axially detached from each other ", (cl. 1 , emphasis added). This feature 
recites structure and not function. In contrast, in Shinichi the gears are illustrated in FIGs. 4a-4d 
as integral units. The English translation of Shinichi explicitly discloses that gears 12, 13 are 
prepared "as an integral unit .'" (See the "Constitution" paragraph of the Abstract; emphasis 
added). Shinichi also discloses that the gears 12, 13 are combined "so as to integrally use the 
gears as one gear." (See the "Purpose" paragraph of the Abstract; emphasis added). Further, 
Shinichi discloses that "gear (13) made of an elastic material with a larger tooth thickness than 
that of gear (12) is integrated with said gear (12) to form a gear." (See page 2 of the full 
translation of Shinichi, the "Application examples" section, first paragraph). Thus, Shinichi 
explicitly states that the two gears 12, 13 are integrated to form a single gear . As a result, 
Shinichi does not teach or suggest that the two gears 12, 13 are arranged on the shaft axially 
detached from each other, as in the present claimed invention. 

Response to Arguments in the Official Action dated September 25, 2007 
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The applicant shall now respond to the individual points of argument presented in the 
Official Action dated September 27, 2007, in the order which they are presented in the Official 
Action. 

• "In response, the fact that the two admitted gears (12 and 13) are 'integrally [used] as 
one gear ' does not prove that the gears are not 'axially detached ' as claimed. Webster 's 
II New Riverside Dictionary defines detached as: separate.'" (Official Action, pg. 4). 
However, this argument fails because something cannot be "integral" and "separate" or 
"detached" at the same time. The Merriam-Webster Online Dictionary defines "integral" 
as "formed as a unit with another part" or "composed of integral parts". That same 
dictionary defines "separate" as "set or kept apart: detached". Thus, the two gears 12, 13 
cannot be "formed as a unit" (i.e., single gear as taught by Shinichi) and also be "set 
apart" or "detached" at the same time - they are the opposite physical structural 
conditions. In addition, the additional language in Shinichi noted above that "the gears 
are combined" and that the gears "are prepared as an integral unit" further strengthens the 
argument that the language where the gears "are integrally used as one gear" proves that 
the gears are indeed detached from each other. 

• "Clearly the two admitted gears are separate as they are given separate reference 
characters and discussed separately." (Official Action, pg. 4). However, assigning the 
gears 12, 13 separate reference characters and discussing them separately does not lead to 
the conclusion that the two gears 12, 13 must be physically detached from each other. 
Assigning separate reference numbers to the gears 12, 13 and discussing them separately 
only serves to assist one reading the patent in better understanding the characteristics of 
each gear 12, 13. The presence of other language in Shinichi noted above controls the 
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physical relationship of the gears 12, 13; that is, where Shinichi explicitly discloses that 
the gears 12, 13 are prepared " as an integral unit "; where Shinichi discloses that the 
gears 12, 13 are combined " so as to integrally use the sears as one gear "; and where 
Shinichi discloses that " gear (13) made of an elastic material with a larger tooth 
thickness that that o f gear (12) is integrated with said gear (12) to form a gear ." (See 
page of the full English translation of Shinichi, the "Application examples" section, first 
paragraph). 

"Furthermore, the gears function separately as recited in the constitution: 'When the 
gears 11, 12 are meshed, the gear 13 engages with the gear 11 always earlier before the 
gear 12 engages with the gear 11 by a distance of the larger thickness and rotates always 
in close contact '. The mere fact that the two gears function together does not show that 
the two gears are not axially detached." (Official Action, pg. 4). However, the cited 
portion of Shinichi above discloses the function of the gears 11, 12, 13 and not the 
structure of these gears. This functional language is at best inconclusive as to the 
structure and certainly does not prove that the two gears 12, 13 are not axially detached 
from each other. Again, Shinichi contains other language noted above that clearly 
disclose the structural relationship that gears 1 2, 1 3 are a single gear. 
"Furthermore, Shinichi 's figure 4 shows a distinct separation, illustrating that the gears 
are axially detached." (Official Action, pg. 4). However, a close inspection of FIG. 4 of 
Shinichi, in particular FIGs. 4a, 4c and 4d, fails to reveal the "distinct separation" (or any 
separation between the gears 12, 13 for that matter) as alleged in the Official Action. The 
text of Shinichi discloses the opposite: "together with each conventional gear having 
rigidity, a gear made of an elastic material is set side-by-side." (See pages 1-2 of the full 
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translation of Shinichi, the "Industrial application field" section, first paragraph). Also, 
"since gear (13) has a larger tooth thickness, as gears (11), (12) are engaged, it comes in 
close contact and rotates before gear (12) is engaged with gear (11)." (See pages 2-3 of 
the full translation of Shinichi, the "Application examples" section, first paragraph). 
Thus, the text of Shinichi explicitly negates any argument that there exists a "distinct 
separation" between the gears 12, 13. 

• "Furthermore, applicant's figures 1-3 show gears immediately adjacent, just as 
Shinichi "s figure 4 shows the two admitted gears immediately adjacent.'" (Official Action, 
pgs. 4-5). However, the fact that both the present application and Shinichi discloses that 
the respective gears are "immediately adjacent" does not necessarily mean that the gears 
of both documents must be the same - that is, detached from each other. As noted above, 
Shinichi explicitly discloses that the gears 12, 13 are formed as one gear. In contrast, the 
present claimed invention recites that the two gears are arranged on the shaft axially 
detached from each other. These are two very different physical structures. 

• "Furthermore, applicant 's invention functions in the exact same way as described in the 
abstract: '...only the first gear (1), while having the same modulus, comes into 
engagement with another gear in normal operation. As the load increases, the first gear 
(1) made of plastic yields in the elastic range so that now the second gear (2) made of 
metal also comes into engagement in order to accept the forces occurring... '." (Official 
Action, pg. 5). However, this argument fails because it is comparing the function of the 
gears of the present application and the function of the gears in Shinichi, rather than 
comparing the structure of the claimed invention to the structure of Shinichi. Just 
because the function of the present claimed invention is alleged to be similar to that of 
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Shinichi does not necessarily mean that the corresponding structures are identical. 
Whether the gears are detached from each other or integrated together is irrelevant to the 
achievement of the specific function of the plastic gear yielding in the presence of 
sufficient forces. 

A 35 U.S.C. §102 rejection requires that a single reference disclose each feature of the 
claimed invention. Thus, for at least the reasons set forth above, Shinichi is incapable of 
anticipating claim 1 . 

CLAIM 11 

Since claim 11 currently stands rejected for the same reasons as claim 1, the arguments 
above with respect to the patentability of claim 1 are applicable to the patentability of claim 1 1 . 
As a result, it is respectfully submitted that the anticipation rejection of claim 11 is moot and 
should be removed, and that claim 11 is in condition for allowance and should be passed to 
issuance. 

CLAIM 18 

Since claim 18 currently stands rejected for the same reasons as claim 1, the arguments 
above with respect to the patentability of claim 1 are applicable to the patentability of claim 18. 
As a result, it is respectfully submitted that the anticipation rejection of claim 18 is moot and 
should be removed, and that claim 18 is in condition for allowance and should be passed to 
issuance. 
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CONCLUSION 

For all the foregoing reasons, we submit that the rejection of claims 1, 11-14, 18 and 19 is 
erroneous and reversal thereof is respectfully requested. 

If there are any additional fees due in connection with the filing of this appeal brief, 
please charge them to our Deposit Account 50-3381. If a fee is required for any extension of 
time under 37 C.F.R. §1.136 not accounted for above, such an extension is requested and the fee 
should be charged to the above Deposit Account. 



Respectfully submitted, 

/ /CL/ 3lA^r ~ 
Patrick J. O'Shea 
Reg. No. 35,305 
O'Shea Getz P.C. 
1500 Main Street, Suite 912 
Springfield, MA 01115 
(413) 731-3100, Ext. 102 
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CLAIMS APPENDIX 

I . (Previously Presented) A gear arrangement operably arranged with a rotatable shaft, 
comprising a first gear made of a first material and a second gear made of a second material 
different than the first material, wherein the first and second gears are disposed co-axially 
adjacent one another on the shaft, wherein the elasticity of the first gear is greater than that of the 
second gear, wherein the strength of the second gear is greater than that of the first gear, and 
wherein the first gear and the second gear are arranged on the shaft axially detached from each 
other such that the first and second gears rotate in the same direction relative to the shaft and 
independently of each other. 

I I . (Previously Presented) A transmission gear assembly operably arranged with a rotatable 
shaft, that engages a cooperating gear, the transmission gear assembly comprising: 

a first gear having a plurality of first gear teeth located along the radial periphery of the 
first gear; and 

a second gear having a plurality of second gear teeth located along the radial periphery of 
the second gear; 

wherein the first and second gears are operably positioned co-axially on the shaft and 
axially detached from each other to allow independent rotation of the first and second gears in 
the same direction with respect to each other, wherein the first gear is constructed from a first 
material and the second gear is constructed from a second material different than the first 
material, and wherein the first gear has a greater elasticity than that of the second gear, wherein 
the first gear is engaged with the cooperating gear and the second gear is disengaged from the 
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cooperating gear when an amount of load applied to the first gear does not exceed an amount that 
overloads the first gear. 

12. (Previously Presented) The transmission gear assembly of claim 1 1 , wherein the first gear 
teeth and the second gear teeth are helically arranged adjacent to one another. 

1 3 . (Previously Presented) The transmission gear assembly of claim 1 1 , wherein the first gear 
teeth and the second gear teeth are helically arranged offset to one another. 

14. (Previously Presented) The transmission gear assembly of claim 1 1 , wherein the first 
material comprises plastic and the second material comprises metal. 

1 8. (Previously Presented) A transmission gear assembly operably arranged with a rotatable 
shaft that engages a cooperating gear, the transmission gear assembly comprising: 

a first gear having a plurality of first gear teeth located along the radial periphery of the 
first gear; and . 

a second gear having a plurality of second gear teeth located along the radial periphery of 
the second gear; 

wherein the first and second gears are operably positioned co-axially on the shaft and 
axially detached from each other to allow independent rotation of the first and second gears in 
the same direction with respect to each other, wherein the first gear is constructed from a first 
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material and the second gear is constructed from a second material different than the first 
material, wherein the first gear has a greater elasticity than that of the second gear, wherein the 
first gear engages the cooperating gear and the second gear is not engaged with the cooperating 
gear when an amount of load applied to the first gear does not overload the first gear, and 
wherein both the first and second gears engage the cooperating gear when an amount of load 
applied to the first gear overloads the first gear. 

19. (Previously Presented) The transmission gear assembly of claim 18, wherein the first gear 
is plastic and the second gear is metallic. 



- 17- 



Westphal 7276 
10/647,912 

EVIDENCE APPENDIX 

1 . Merriam-Webster Online Dictionary. This evidence was entered into the record in the July 9, 
2007 Amendment on page 11, lines 1-3. 
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integral - Definition from the Merriam- Webster Online Dictionary 



Page 1 of 1 



(Merruim-y 
i Webster J 
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t: | Unabridged | Enc; 



tl <a^> I Word Central € 



'Dictionary ' .' Thesaurus '.Spanish/English .'Medical 





integral 




i 8 entries found. 


Downloads 






i integral[2,noun] 


Open Dictionary 


i definite integral 


Spelling Bee Hive j 


improper integral 


Word for the Wise 


i indefinite integral 


Online Store 


integral calculus 


Help 


1 integral domain 


About Us 


Riemann integral 



Search "integral" in: 

• Spanish/English 



Main Entry: 1 in te gral *) *) 

Pronunciation: Vin-ti-gral (usually so in mathematics); in-'te-grol also -'te- also 
-'in-rra-gal\ 
Function: adjective 
Date: 1551 

1 a : essential to completeness : CONSTITUENT <an integral part of the 
curriculum> b (1 ) : being, containing, or relating to one or more mathematical 
integers (2) : relating to or concerned with mathematical integrals or integration 
c : formed as a unit with another part <a seat with integral headrest> 

2 : composed of integral parts 

3 : lacking nothing essential : ENTIRE 

— in-te-grali-ty 4- \,in-ta-'gra-la-te\ noun 

— itvte-grally « Vin-ti-grs-le; in-'te-gra- also -'te-\ adverb 



Meet the :.ourr 
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= i! /on fi'arlr. 















Learn more about "integral" and related topics al Britannica.com 
See a map of "integral" in the Visual Thesaurus 
Find Jobs in Your City 



Share this entry LI • 



<a href="http://www.merriam-webster.com/dictionary/integral">integral</a> 
Cite this page: 



"integral " Merriam-Webster Online Dictionary. 2008. 
Merriam-Webster Online. 1 1 September 2008 
<http://www.merriam-webster.com/dictionary/integral> 

APA Style 

integral. (20C , 

Retrieved September 
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separate - Definition from the Merriam- Webster Online Dictionary 



Page 1 of 2 
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l\ Webster #J 




Also Visit: | Unabridged | Encyclopedia Britannica | Visual «SD* ESL: | Learner's for 
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j ® Dictionary O Thesaurus O Spanish/English O Medical 






Home 


separate 


Visit Our Sites 




Premium Services 


3 entries found. 


Downloads 




Word of the Day 


^^^^ 


Word Games 


separate[2,adjective] 


Open Dictionary 


separate[3,noun] 


Spelling Bee Hive 




Word for the Wise 








Help 


Main Entry: 1 sep-a-rate *> 


About Us 


Pronunciation: \'se-p(3-),rat\ 




Function: verb 




Inflected Form(s): sep a rated; sep-a-rat-ing 




Etymology: Middle English, from Latin separatus, past participle of separare, 




from se- apart + parare to prepare, procure — more at SECEDE, PARE 




Date: 15th century 




transitive verb 




1 a : to set or keep apart : DISCONNECT, SEVER b : to make a distinction 




between : discriminate, DISTINGUISH <separate religion from magio 




c : SORT <separate mail> d : to disperse in space or time : SCATTER <widely 




separated homesteads> 




2 archaic '. to set aside for a special purpose : CHOOSE, DEDICATE 




3 : to part by a legal separation: a : to sever conjugal ties with b : to sever 




contractual relations with : DISCHARGE <was separated from the army> 




4 : to block off : segregate 




5 a : to isolate from a mixture : EXTRACT <separate cream from milk> b " to 




divide into constituent parts 




6 : to dislocate (as a shoulder) especially in sports 




intransitive verb 




1 : to become divided or detached 




2 a : to sever an association : WITHDRAW b : to cease to live together as a 




married couple 




3 : to go in different directions 




4 : to become isolated from a mixture <the crystals separated out> 



separate - Definition 



from the Merriam- Webster Online Dictionary 



Page 2 of 2 



synonyms separate, part, divide, sever, sunder, divorce mean to 
become or cause to become disunited or disjointed, separate may imply any of 
several causes such as dispersion, removal of one from others, or presence of an 
intervening thing <separated her personal life from her career>. part implies the 
separating of things or persons in close union or association <vowed never to 
part>. DIVIDE implies separating into pieces or sections by cutting or breaking 
<civil war divided the nation>. SEVER implies violence especially in the removal 
of a part or member <a severed limb>. SUNDER suggests violent rending or 
wrenching apart <a city sundered by racial conflicts DIVORCE implies 
separating two things that commonly interact and belong together <cannot 
divorce scientific research from moral responsibility^ 

Learn more about "separate" and related topics at Britannica.com 
See a map of "separate" in the Visual Thesaurus 
Find Jobs in Your City 

Pronunciation Symbols 
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Merriam-Webster Online. 12 September 2008 
<http://www.merriam-webster.com/dictionary/separate> 

APA Style 

separate. (2008). In Merriam-Webster Online Dictionary. 

Retrieved September 12, 2008, from http://www.merriam-webster.com/dictionary/separate 
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<a href="http://www.merriam-webster.com/dictionary/separate">separate</a> 
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RELATED PROCEEDINGS APPENDIX 
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